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ON BRI EF

Bef ore McCANDLI SH, Seni or Admi ni strative Patent Judge, and
ABRAMS and GONZALES, Adm nistrative Patent Judges.

GONZALES, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fina
rejection of clainms 1, 2, 4 through 12 and 14, which are the

only clainms pending in this application.?

! The cl ains were anended subsequent to the fina
(continued. . .)
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We REVERSE and REMAND the application to the exam ner for
further consideration.

The appel |l ants' di scl osed invention pertains to a
mul ti pl e spindle bar machine. A basic understandi ng of the
i nvention can be derived froma reading of exenplary clains 1
and 5, a copy of which is set forth in the appendix to the
appel l ants’ bri ef.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Leder gerber et al. 3, 686, 986 Aug. 29, 1972
(Leder ger ber)

Bur ka 5, 111, 562 May 12, 1992
Derrien 2,611, 799 Cct. 7, 1976
(DT ’ 799) (German pat ent

di scl osure)?

"Handbook for Operators Acnme-Gidley Miltiple Spindle Bar
Machi nes" (National Acne Division Acne-C evel and Corp. 1980)
(hereinafter "Acne")

(. ..continued)
rejection. See Paper Nos. 11 and 14.

2 |n determning the teachings of this reference, we wl|
rely on the translation provided by the Patent and Trademark
Ofice. W are also assisted in our understandi ng of the
reference by our review of the U S equivalent, U S. Patent
No. 4,084,482 to Derrien. Copies of the translation and U. S.
Patent No. 4,084,482 are attached for the appellants
conveni ence.
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Addi ti onal references discussed by this nerits panel are:
Her mann 3,317, 258 May 2, 19673

A. Vallance and V. L. Doughtie, Design of Mchine Menbers at
283, 284 (MG awHill Book Co. 1943) (hereinafter "Vallance")*

® The Hermann patent was cited by the appellants in the
i nformati on disclosure statenent filed Septenber 22, 1994.
See Paper No. 5.

4 A copy of the relevant pages is attached for the
appel | ants' conveni ence.
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The follow ng rejections are before us for review

Cainms 1, 2, 4, 10 through 12 and 14 stand rejected under
35 U.S.C. 8 103 as unpatentable over Acne in view of DT '799
and Burka.

Clainms 5 through 9 stand rejected under 35 U . S.C. 8§ 103
as unpatentable over Acne in view of DT '799 and Leder ger ber

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 9) and to the answer (Paper No. 17) for the exam ner’s
conpl ete reasoning in support of the rejections and to the
brief (Paper
No. 16) for the appellants’ argunents thereagainst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the
determ nations which foll ow.

Clains 1, 2. 4, 10 through 12 and 14
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W will not sustain the 35 U S.C. §8 103 rejection of
claims 1, 2, 4, 10 through 12 and 14.

We begin by observing that in rejecting clains under
35 U.S.C. 8§ 103, the exam ner bears the initial burden of

presenting a prim facie case of obviousness. 1ln re

Ri j ckaert,

9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed. GCr. 1993); Ln
re Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed.
Cr. 1992). Only if that burden is net does the burden of
comng forward wth either evidence or argunent shift to the
applicant. Id. |If the examiner fails to establish a prinma
facie case, the rejection is inproper and will be overturned.
In re Fine,
837 F.2d 1071, 1074, 5 USPQR2d 1596, 1598 (Fed. Cir. 1988).

I ndependent claim1 is directed to a nultiple spindle bar

machi ne and requires, inter alia, first and second sets of

tapered roller bearings rotatably supporting a spindle

carrier, each of the sets of roller bearings including tapered



Appeal No. 1998-0331
Application No. 08/297, 257

rollers® that have a roller axis of rotation which intersects
an axis of rotation of the spindle carrier.

I ndependent claim 10 is directed to a bar stock nachi ning
apparatus including a spindle carrier nounted to a base for
i ndexi ng portions of bars extending froman end of the carrier
through nultiple work positions adjacent one end of the
spindle carrier, a plurality of spindles rotatably supported
by the spindle carrier and two annular roller bearings for
supporting the spindle carrier. The claimfurther requires
that one of the annular roller bearings includes a plurality
of tapered rollers wherein each tapered roller defines a line
of action extendi ng away perpendicularly froma surface of the
tapered roller to intersect an axis of rotation of the spindle
carrier at a point that is spaced fromthe end of the spindle
carrier that faces the work positions.

The Acne reference discloses a conventional multiple
spi ndl e bar nmachine including a generally cylindrical spindle

carrier supporting nultiple spindles at angularly spaced

> W call attention to inaccuracies in the appellants’
drawi ngs, specifically, Figs. 6, 12 and 13 show cylindrica
rollers 126, 254 and 290, rather than tapered rollers. See
37 CFR § 1.83(a).

-6-



Appeal No. 1998-0331
Application No. 08/297, 257

| ocati ons about the spindle carrier. The spindle carrier is
supported in a headstock (Fig. B-7) which includes first and
second walls, the first of which faces a gearbox, having a

t hroughbore for receiving the spindle carrier. As to the
spindle carrier bearings, at section B, p. 14, the reference
teaches that "[t]wo wide spindle carrier journals housed in

t he rugged headstock frane and a heavy bearing in the gearbox
section rigidly supporting the stemend provide a three-point
bearing for the carrier system" See, also, Fig. B-13.

The exam ner describes Fig. 1 of the DI '799 reference as
teaching a "first spindle bearing and a second spindl e
bearings [sic, bearing] each having a set of tapered roller
beari ngs di sposed in the headstock (12)" (see final rejection,
p. 2 and answer, p. 5).

Bur ka di scl oses a machine tool including nultiple rotary
spi ndl es for holding workpieces W Each rotary spindl e nenber
12 is mounted in a spindle carriage 34 that is rotatably
mounted to a stationary support structure 30 by neans of heavy
duty
bearings 44 nounted in stepped portions of support structure

30. See Fig. 3 and col. 5, Il. 17-19. Additionally, the
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machi ne tool is provided with a system for prel oading the
spindl e carriage bearings 44 so as to insure that the

wor kpi eces Ware nore rigidly held in position during
machi ni ng operations and insuring nore accurate and
reproduci ble machining. See col. 6, Il. 29-35. Mre
particul arly, Burka describes the prel oading system as

i ncluding a cam nenber 100, a roller actuator 104 and a

val ve 106. During indexing of the spindle carriage 34, the
roller 104 rolls along the cam 100 with the val ve 106
remaining in the normally cl osed position, blocking the feed
port froma central nmanifold 24 and venting a hub space S to
at nosphere. Just as the spindle carriage 34 approaches the
end of the indexing cycle, the roller actuator 104 foll ow ng
the cam 100 is forced to actuate the valve 106. This closes
the hub space S to atnosphere and opens it for communi cation
with the central manifold 24. Accordingly, pressurized fluid

fills the hub
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space S, loading the bearings 44 prior to machining. |d. at
I'l. 36-56.

In rejecting clains 1 and 10 as bei ng unpat ent abl e over
Acme in view of DT '799 and Burka, the exam ner asserts that:

It woul d have been obvious . . . to

i ncorporate the Acne device with the first
and second spindle carrier bearings each
having a set of the DT '799 tapered roller
beari ngs di sposed in the headstock, as taught
by DT ' 799, and the Burka spindl e bearing

| oadi ng neans for applying a force on the
first and second set of roller bearings to
mnimze | ateral novenent of the bearings

di sposed in the stepped portions of the
upright inner surface, as taught by Burka, in
order to reduce the shaft axial skidding and
to all ow nore precise and reproduci bl e
machi ni ng of the workpiece.

Final rejection, p. 3.

The appel |l ants do not chall enge the exam ner's
determination that Fig. 1 of the DT '799 reference shows
tapered roll er bearings supporting the right-hand end of
spindle 1. However, the appellants correctly point out that
the specification of the DT '799 reference nakes it clear that
the bearings rotatably support the spindle 1 of a mlling

machi ne, not the spindle carriage of a multiple spindle bar
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machine.® See brief, p. 7. Thus, the appellants assert that
there is no teaching or suggestion in Acnme, DT '799 or Burka
of two roller bearings nounted in spaced apart stepped
portions in a base and di sposed between the base and a spindle
carrier for supporting the spindle carrier wherein at |east
one of the roller bearings includes a plurality of tapered
rollers. See brief, pp. 7 and 10.

Initially, we observe that the nere fact that the tapered
roll er bearings shown as supporting the spindle 1 in DT '799

could be substituted for one or both of the w de spindle

carrier journals in the multiple spindle bar machi ne di scl osed
by the Acne reference woul d not have nmade the nodification
obvi ous unless the prior art suggested the desirability of

doing so. See Inre MIIls, 916 F.2d 680, 682, 16 USPQ2d 1430,

1432 (Fed. Cr. 1990); ln re Gordon, 733 F.2d 900, 902, 221

USPQ 1125, 1127 (Fed. Cir. 1984). Citing references which
nerely indicate that isolated el enents and/or features recited
in the clains are known is not a sufficient basis for

concl udi ng that the conbination of clainmed el ements woul d have

® W note that Acne teaches tapered roller bearings
supporting an individual spindle, not a spindle carrier, in a
multiple spindle bar machine. See Figs. CG3 and C 4.
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been obvious. That is to say, there should be sone objective
teaching in the prior art or know edge generally available to
one of ordinary skill in the art that would have | ed that

i ndi vidual to conbine the relevant teachings. 1n re Fine, 837

F.2d at 1074, 5 USPQ2d at 1598.

Qur review of the references confirnms that none of the
ref erences teaches a tapered roller bearing supporting a
spindle carrier in a nultiple spindle bar machine. W also
note that the exam ner has failed to nmake any assertion as to
the know edge generally available to one of ordinary skill in
the art that would have led that individual to substitute a
tapered roller bearing for the conventional radial bearing
taught by Burka and Acne for supporting a spindle carrier. As
a result, we nust agree with the appellants that the
examner’s rejection fails to identify the necessary
notivation for nodifying Acne in the manner proposed in the
rejection and is based on hindsight derived fromthe
exam ner's understandi ng of the appellant's own discl osure.
The use of such hindsi ght know edge to support an obvi ousness
rejection under 35 U.S.C. 8 103 is, of course, inperm ssible.

See, for exanple, W L. Gore and Assoc. v. Grlock, Inc., 721
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F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Gir. 1983), cert.
deni ed, 469 U. S. 851 (1984).

Accordingly, we will not sustain the standing 35 U. S.C.
8 103 rejection of clainms 1 and 10 or of clainms 2, 4 and 14
dependent on claim1 or of clains 11 and 12 dependent on
cl ai m 10.

Clains 5 through 9

W will also not sustain the 35 U S.C. § 103 rejection of
claims 5 through 9.

I ndependent claim5 is directed to a nmultiple spindle bar
machi ne conprising, inter alia, a rotatable cylindrica
spindle carrier having a throughbore aligned with a
| ongi tudi nal axis of the spindle carrier and a spindle drive
shaft extendi ng through the spindle carrier throughbore
including a generally cylindrical hollow cavity co-axially
extendi ng through the Iength of the drive shaft, a fluid
coupling at one end of the drive shaft for injecting
pressurized fluid into the hollow cavity and a fluid coupling
nmeans at the opposite end of the drive shaft for routing fluid
fromthe drive shaft hollow cavity to a spindle carrier

interior manifold.
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The exam ner determ ned that Ledergerber teaches "a
hydraulic control system (Fig. 3) to rout pressure fluid from
the drive shaft hollow cavity to the spindle carrier (12)
interior manifold (23)" (answer, p. 9). The appellants argue
t hat Ledergerber contains no such teaching.

In Fig. 2, Ledergerber teaches a rotatable spindle
carrier 12 supporting a plurality of spindles 11. Each
spindle includes a front 13, 131 and rear 14, 141 "sliding
type bearing” (col. 3, |I. 6). Ledergerber also teaches a
structure for preloading the rear bearing including a
prestressed spring 15 which biases the outer race 14 agai nst
the inner race 141 and the inner race agai nst the conica
surface 112 of the spindle. See id. at Il. 21-25. In order
to relieve or reduce the spring bias on the rear bearing,
Leder gerber provides a hydraulic control systemin Figs. 3-5,

i ncluding a distributor

nmount ed behind the carrier 12, i.e., renote
fromthe chucks of the spindles 11, and
conprises a cylinder 25 novable with
reference to a distributor nenber of plunger
26. The cylinder 26 [sic, 25] is bolted to a
centrally located holder 27 which is affixed
to the indexing plate or wheel 28 for the
spindle carrier 12. Thus, the cylinder 25 is
rigid wwth and is coaxially nounted on the
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carrier 12. The plunger 26 is secured to a
tubul ar support 29 which is angularly
novable, within limts, with reference to the
frame F of the machine tool but is held

agai nst axi al novenent. Wen the carrier 12
is indexed by the wheel 28, the cylinder 25
turns with reference to the plunger 26.

Col. 3, |I. 63 through col. 4, |. 8. The exam ner describes
Ledergerber as disclosing "a hydraulic control system (Fig. 3)
to rout pressure fluid fromthe drive shaft hollow cavity to
the spindle carrier (12) interior manifold (23)," supra, but
there is no "drive shaft hollow cavity"” in Ledergerber's Fig.
3.

It is elenentary that to support an obvi ousness

rejection, all of the claimlimtations nust be taught or

suggested by the prior art applied. See In re Royka, 490 F.2d
981, 984-85,

180 USPQ 580, 582-83 (CCPA 1974). The appellants argue that
the applied prior art, taken individually or in conbination,
fails to teach or suggest a nultiple spindle bar machine
including a spindle drive shaft including a hollow cavity
extending a length of the shaft, a fluid coupling at one end
of the drive shaft opposite a drive gear for injecting

pressurized fluid into the hollow cavity and a fluid coupling
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neans at the drive gear end of the shaft for routing fluid
fromthe shaft hollow cavity to an interior manifold of the
spindle carrier

The exam ner relies on Ledergerber for such a teaching.
However, the exam ner has failed to specifically identify
where in the reference the teaching may be found and our
review of Ledergerber fails to reveal any such teaching.
Accordingly, we agree with the appellants’ argunment (brief, p.
15) that even if it were obvious to conbine the teaching of
Acne, DT '799 and Ledergerber in the manner proposed by the
exam ner in the rejection of claimb5, the person of ordinary
skill in the art would not have obtained the structure set
forth in claimb5.

Accordingly, we wll not sustain the standing 35 U.S.C.
8§ 103 rejection of claim5 or of clains 6 through 9 dependent
on cl aim 5.

REMAND

On remand to the exam ner, the exam ner should give due
consi deration to the follow ng natters.

First, the exam ner should review the teachings in

Val | ance, Hermann, the Acne reference and, possibly, other
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prior art, for supporting an art rejection under 35 U.S.C. §
103. Vallance teaches that tapered roller bearings are
"capabl e of carrying sone thrust” and "prevent the inposed
radial |oad fromincluding excessive end thrust." See p. 284.
Her mann teaches that it was known in the art to support
machi ne tool spindles with tapered roller bearings, and that
it was known that such bearings provide strong accurate radia
support for the spindle and are capable of bearing the axia
thrust inposed on the spindle. See col. 1, II. 25-31. Acne
teaches that it was known to support spindles with tapered
roller bearing in the nultiple spindle bar machine art. See
footnote 6, supra.

The second matter requiring the exam ner’s attention
relates to the recitation in claim1 of "bearing |oadi ng neans
for applying a force on the first and second set of tapered

roller bearings to mnimze |lateral novenent of the bearings .

and thus mnimze novenent of the spindle carrier and

wor kpi eces supported by the spindle carrier in a direction

parallel to the axis of rotation of the spindle carrier"

(enmphasi s added). The exam ner should determne if the

appel l ants' use of the word "lateral” to describe the novenent
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of the bearings which is to be mnimzed by the bearing

| oading nmeans is indefinite, particularly, in view of the

| at er | anguage in the claimdescribing the resulting novenent
of the spindle carrier and workpieces that is mnimzed as
novenent "in the direction parallel to the axis of rotation of
the spindle carrier,” i.e., axial novenent. The neaning of
the word "lateral”™ in the context of the claimis further
obscured by the description of the prior art in the
appel | ants’ specification wherein the conventional gearbox
housi ng bearing is described as providing "both thrust and
axi al support to the carrier stem that is, the bearing
prevented both |ateral and axial novenent of the carrier stenf
(p. 3). The neaning of "lateral novenment” in both clains 1
and 4 requires clarification and may warrant a 35 U.S.C. §
112, second paragraph, rejection in the absence of a
satisfactory expl anati on.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1, 2, 4 through 12 and 14 under U.S.C. 8 103 is

rever sed.
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Addi tionally, we have remanded the application to the
exam ner for consideration of additional issues.

This application, by virtue of its "special" status,
requires i medi ate action by the exam ner. See the Manual of
Pat ent Exam ning Procedure, 8§ 708.01(D) (7th ed., Rev. 1,
Feb. 2000).

REVERSED AND REMANDED

HARRI SON E. M:CANDLI SH )
Seni or Adm ni strative Patent Judge )

NEAL E. ABRAMS BOARD CF
PATENT
APPEALS AND

| NTERFERENCES

Adm ni strative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge

JFG cl m
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Watts, Hoffrmann, Fi sher and Hei nke Co. L.P. A
P. O Box 99839
Cl evel and, OH 44199-0809
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APPENDI X

1. A mltiple spindle bar machi ne conpri sing:

a) a generally cylindrical spindle carrier that
supports nultiple spindles at angularly separated | ocations
about a circunference of the spindle carrier for rotating
mul ti pl e el ongat ed wor kpi eces which extend fromthe spindle
carrier to angularly separated workstati ons at one end of the
spindle carrier

b) first and second spaced apart uprights each having
an inner surface defining a throughbore di nensioned to receive
the generally cylindrical spindle carrier wherein each upright
has a stepped portion that extends circunferentially around
each of the inner surfaces adjacent an outside face of each
upright;

c) first and second sets of tapered roller bearings
di sposed in the stepped portions of the first and second
uprights respectively wherein each set of tapered roller
bearings circunferentially extends around an outer surface of
the spindle carrier to rotatably support the spindle carrier
wi thin the spaced apart uprights, each of the first and second

sets of roller bearings including tapered rollers that rotate
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upon i ndexed novenent of the spindle carrier and have a roller
axis of rotation which intersects an axis of rotation of the

spindle carrier

d) bearing | oading neans for applying a force on the
first and second set of tapered roller bearings to mnimze
| at eral novenent of the bearings disposed in the stepped
portions of the upright inner surfaces and thus mnimze
novenent of the spindle carrier and workpi eces supported by
the spindle carrier in a direction parallel to the axis of
rotation of the spindle carrier and secure the workpi eces
relative to the angul arly separated workstations; and

e) bearing sealing neans for sealing the first and

second sets of roller bearings fromexternal contam nants.

5. A mltiple spindle bar machi ne conpri sing:
a) a base having a headstock coupl ed thereto;
b) a drive systemfor sinultaneously rotating
mul ti pl e bars and having a drive gear coupled to a spindle

drive shaft;
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c) a plurality of spaced apart rotatable bar hol ding
spi ndl es, each spindl e having a coaxial spindle gear connected
to the drive gear and being journaled in a spindle bearing,
the spindle bearing including tapered roller bearings; and

d) a rotatable cylindrical spindle carrier nounted in
an opening in the headstock supporting the plurality of
spindles within a plurality of spindle bearings and including

a throughbore aligned with a |ongitudinal axis of the spindle
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carrier and an interior manifold for routing pressurized fluid
to preload the plurality of spindle bearings that support the
bar hol di ng spi ndl es;

e) said spindle drive shaft extending through the
spindle carrier throughbore and having the drive gear attached
to an end of the drive shaft to intermesh with each of the
spindl e gears and thereby rotate the spindles, the drive shaft
i ncluding a generally cylindrical hollow cavity co-axially
extendi ng through the I ength of the drive shaft, a fluid
coupling at an end of the spindle drive shaft renoved fromthe
drive gear for injecting pressurized fluid into the holl ow
cavity and a fluid coupling neans at the drive gear end of the
drive shaft for routing fluid fromthe drive shaft holl ow

cavity to the spindle carrier interior manifold.



